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Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

ARGUMENTS 

IN SUPPORT OF A PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Applicant's first argument pertains to a clear deficiency in the prima facie case made by 
the Examiner in support of the rejection of the claims of the instant application. More 
specifically, Applicant contends that all of the required criteria of a prima facie case have not 
been met by the Examiner. It is well established that the Examiner has the burden of showing 
that, inter alia, the prior art teaches or suggests all the claim limitations in making out a prima 
facie case of obviousness. 1 Applicant contends that there is no teaching or suggestion in the 
Polston reference of the following instantly claimed limitation. 

said load bearing structure having sufficient resistance to rutting that any 
rut formed in such surface by 10,000 applications of a single axle load 
will have a depth of rutting that is less than 1 inch. 

It is the Examiner's position that this claim limitation would have been an expected property 
"since the prior [sic] (presumably the word "art" was intended to be included after "prior") 
contains the same exact components and also mixes to form a load bearing [sic] (presumably 
the word "structure" was intend to be included at the end of this quotation). 2 Thus, the 
Examiner apparently believed that the above claim limitation would be inherent in the process 
taught by Polston and that such an alleged inherent property would have been obvious at the 
time the instantly claimed invention was made. However, the Examiner has offered no 
evidence of any supporting teaching in Polston, or in the prior art in general, of this allegation. 
Applicant respectfully submits that the Examiner appears to have employed the principles of 
anticipation-based inherence in making the obviousness rejections. However, this has been 



1 MPEP2143. 

2 This quotation is from page 3 of the Office communication mailed 02/17/2005 and is 
repeated, including the same obvious mistakes, on page 2 of the Office communication mailed 
08/03/2005. 
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held to be improper because it has been held that that which may be inherent is not necessarily 
known, and that obviousness cannot be predicated on what is unknown. 3 

Applicant's second argument pertains to the rejection of all of the pending claims based 
upon an improper grouping. Specifically, pending claims 1 1 and 12 contain limitations requiring 
a two-stage operation, utilizing fly ash in the first stage and Portland cement in the second 
stage. Pending claims 12-20 contain limitations for unconfined compressive strength and for 
minimum thickness. The Examiner has never addressed these limitations, much less pointed 
out why they should be considered either obvious or prima facie obvious in view of the Polston 
reference. Therefore, these claims should not have been rejected on the same basis as claims 
1-10. A grouping together of a plurality of claims in a common rejection that is not equally 
applicable to all claims in the group is proscribed in MPEP 707.07(d). 

Finally, Applicant contends that the Examiner did not give proper consideration to the 
Declaration of record of Dallas N. Little under 37 CFR 1.132. On page 2 of the final rejection 
mailed on April 6, 2006, the Examiner stated that the Declaration contained no statement that 
. . Polston would not achieve the load bearing and rutting resistance of applicants' claimed 
invention" (emphasis original). Dr. Little's Declaration addressed the issue raised by the 
Examiner as what the person of ordinary skill in civil engineering would expect regarding load 
bearing and rutting resistance given the teachings of the Polston reference. It is Dr. Little's 
expert opinion that such a skilled engineer would understand that critical material properties 
related to the rutting resistance of a representative sample of the entire road structure to be 
built would have been determined by laboratory testing and the rutting (or plastic deformation) 
rate and/or magnitude has been reliably estimated by well-established and empirically derived 
correlations between pavement properties and observed practice. Dr. Little's opinion is not 
merely conclusory but is based on the analysis set forth on pages 3-5 of the Declaration. 



3 



In re Spormann, 150 USPQ 449, 452 (C.C.P.A. 1966). 
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Applicant respectfully requests a thorough consideration of the above arguments, which 
show a clear deficiency in the prima facie case in support of a rejection made by the Examiner 
in the instant application. 



Respectfully submitted, 

/W C Dut/> 

Jpnn E. Drach 

Registration No. 32,891 

Dann Dorfman Herrell and Skillman 

1601 Market Street, Suite 2400 

Philadelphia, PA 19103-2307 

TELEPHONE: 21 5-563-41 00 

facsimile: 21 5-563-4044 

Attorneys for Scott Environmental Services, Inc. 
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